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DETAILED ACTION 

Examiner's Comments 

1 . Regarding the limitation(s) in claim 5, the Examiner has given the term(s) the 
broadest reasonable interpretation(s) consistent with the written description in 
applicants 1 specification as it would be interpreted by one of ordinary skill in the art. In 
re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027 (Fed. Cir. 1997); In re 
Donaldson Co., Inc., 16 F.3d 1190, 1192-95, 29 USPQ2d 1845, 1848-50 (Fed. Cir. 
1994). See MPEP 2111. Specifically, the Examiner notes that applicants' are basically 
claiming a magnitude of the SMNR (i.e. the SMNR of the claimed medium is greater 
than the magnitude of the SMNR of a comparable medium, but wherein the Si02 
content is only "about 4% M - the process limitations are not germane to the 
determination of patentability of a product claim unless it can be proven that the 
process results in an unobvious difference to the claimed product). 

2. The Examiner notes that claim 20 is an improper "means plus function" claim 
since it further limits the "means", which is not permissible for a claim to be treated as a 
proper "means plus function" claim. See MPEP 21 81 . For purposes of evaluating the 
prior art, the Examiner has interpreted claim 20 simply as written without any further 
requirement for defining the term "magnetic means". 
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Election/Restrictions 

3. Applicant's election without traverse of Group I, claims 1 - 10 and 20 in the paper 
filed April 28, 2005 is acknowledged. Claims 1 1 - 19 are withdrawn from further 
consideration pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected invention, 
there being no allowable generic or linking claim. The requirement is still deemed 
proper and is therefore made FINAL. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 

claiming the subject matter which the applicant regards as his invention. 

i 

5. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The term "improves" in claim 9 is a relative term which renders the claim 
indefinite. The term "improves" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. Specifically, the 
Examiner notes that what one person may consider as "improves" may be viewed as 
detrimental to another and there is no concrete definition in the as-filed disclosure as 
what is encompassed by "improves" relative to each and every property which might be 
impacted by the segregation and decoupling of grains. As an example, should the Si0 2 
result in higher (i.e. "improved") coercivity of the magnetic layer, but a competitor is 
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utilizing a magnetic recording/reproducing apparatus with a magnetic head incapable of 
writing to the now higher coercivity, is such a "improvement" really an improvement? 

For the purpose of evaluating the prior art, the Examiner has interpreted claim 9 
as being met provided the SiC>2 in the magnetic layer performs the claimed functions of 
"segregation and decoupling of the grains". 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-10 and 20 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Oikawa etal. (U.S. Patent App. No. 2002/01 36929 A1 ) as evidenced by Yamamoto 
et al. (U.S. Patent No. 6.177.208 BP . 

Regarding claims 1 and 20, Oikawa et al. disclose a magnetic recording medium 
comprising a substrate and a Si02-containing magnetic layer comprising grains (i.e. 
Si02-containing magnetic means), wherein the magnetic layer has Si02 between the 
grains (Paragraphs 0004, 0005, 0048; 0074 and 0113). 

Regarding claims 2, 3 and 6, the Examiner notes that these limitation(s) are/(is a) 
process limitation(s) and is/are not further limiting in terms of the structure resulting from 
the claimed process. Specifically, in a product claim, as long as the prior art product 
meets the claimed structural limitations, the method by which the product is formed is 
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not germane to the determination of patentability of the product unless an unobvious 
difference can be shown to result from the claimed process limitations. However, in the 
instant case, the Examiner notes that Oikawa et al. disclose forming the magnetic layers 
in a method meeting applicants' claimed process limitations {Paragraphs 0074 and 
0113). 

Regarding claims 4, 7 and 8, Oikawa et al. disclose magnetic layers meeting 
applicants' claimed composition limitations (Paragraphs 0074 and 01 13). 

Regarding claim 5, the Examiner notes that Oikawa et al. disclose magnetic 
recording media which are deemed to meet applicants' claimed relative SMNR 
requirements given that Yamamoto et al. disclose that as the Si0 2 content increases 
above 4%, the medium noise decreases (and hence, medium SMNR increases) (Figure 
6 and col. 8, lines 46 - 49: wherein the Examiner notes that 4 at% Si0 2 - a Si0 2 /Co 
molar ratio of 0.07; 6at%=0.11 and 10 at% = 0.19). 

Regarding claim 9, Oikawa et al. disclose the Si02 segregating and decoupling 
the grains, and hence is deemed to meet the claimed limitations for the reasons recited 
in Paragraph 5, above (Paragraphs 0004, 0005 and 0048). 

Regarding claim 10, Oikawa et al. disclose multiple magnetic layers meeting 
applicants' claimed structural limitations (Paragraphs 0074 and 01 13). 
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Conclusion 



8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Several references disclose CoPt-Si02 granular magnetic layers 
which would be deemed to read on many of applicants' claims in a similar manner to 
Oikawa et al. above, wherein the CoPt-Si0 2 layers are deposited by a variety of 
methods with a variety of compositions: Moriwaki et al. (U.S. Patent App. No. 
2003/0219630 A1), Nakamura et al. (U.S. Patent No. 2003/0157370 A1), and Kaitsu et 
ali (U.S. Patent No. 5,843,569). 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin M. Bernatz whose telephone number is (571) 272- 
1505. The examiner can normally be reached on M-F, 9:00 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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